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The MAILING DATE of this communication appears n the cover sheet with the correspondence address » 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 



• Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )□ Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)|3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 11, 453 O.G. 21 3. 
Disposition of Claims 

4) ^ Claim(s) 1-28 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) M Claim(s) 1-28 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

1 1) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

1 3) E3 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 

a)D All b)D Some*c)E3 None of: 

1. (3 Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 

1 ) ^ Notice of References Cited (PTO-892) 4) D Interview Summary (PTO-41 3) Paper No(s). . 

2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) CD Notice of Informal Patent Application (PTO-152) 

3) D Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) D Other: 



U.S. Patent and Trademark Office 
PTO-326 (Rev. 04-01) 



Offic Acti n Summary 



Part of Paper No. 7 
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DETAILED ACTION 

Claim Rejections - 35 USC § 101 

1 . 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

2. Claims 1-28 are rejected under 35 U.S.C. 101 because the claimed invention is directed to 
non-statutory subject matter. The claims are directed to a generalized method of creating a 
program, and contain numerous examples of method steps which are taken by various third 
parties, including the managing board, the sponsors, and the students. Method claims which 
include steps which are intended to be performed by various entities are not patentable. 

Claim Rejections - 35 USC § 112 

3. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner 
and process of making and using it, in such full, clear, concise, and exact terms as to 
enable any person skilled in the art to which it pertains, or with which it is most nearly 
connected, to make and use the same and shall set forth the best mode contemplated by 
the inventor of carrying out his invention. 

4. Claims 4, 5,6, 8, 10, 11, 12, 15, 17, 19-21, and 26 rejected under 35 U.S.C. 112, first 
paragraph, as containing subject matter which was not described in the specification in such a 
way as to enable one skilled in the art to which it pertains, or with which it is most nearly 
connected, to make and/or use the invention. The method steps described in the aforementioned 
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claims, including production of a television show, production of a magazine, production of a 
computer-network based program, "training volunteers to coach students and "applying 
inventive skills to develop new products" are not adequately described in the specification so as 
to enable one skilled in the relevant art to perform the method. In particular, the production of a 
computer program of claims 6, 15 and 26 does not appear to be disclosed in the specification at 
all. Rather, the use of a computer-network based program is disclosed. 

5. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 

6. Claims 1-28 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. The claims are replete with terminology whose scope is unclear, rendering the 
claims indefinite. While the instances of indefinite language are too numerous to list each one, 
the following examples are provided as a guide to assist the applicant in preparing a response. 
The phrases "coordination of acquiring funds," "encouraging the students in connection with the 
activity to purchase goods or services," "recruiting a plurality of volunteers", "training the 
volunteers," "intellectual activity," "apply inventive thinking skills in a business setting to 
develop new products" are all vague and indefinite and do not define the scope of the claims. 
For example, what concrete method step is defined by "encouraging" or "training" someone to do 
something? What is considered to be "inventive thinking skills"? 



Serial Number: 09/766,256 
Art Unit: 3712 



Page 4 



Claim Rejections - 35 USC§ 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

8. Claims 1-3, 8-14, 17-25, 27 and 28 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Carmarthenshire Youth & Children's Association ("CYCA") in view of SJ 
Barons Pro Soccer ("Barons"). It is well known to provide a board to manage a program 
including a youth club which provides various physical and intellectual activities t9 youth. 
CYCA discloses on such example of a youth club founded in 1981, which is managed by a board 
of trustees. Boards of trustees inherently perform suck tasks as fund raising and management and 
recruitment and training of volunteers. Each of these steps is disclosed by CYCA. CYCA fails 
to disclose that the funding includes a sponsor which gives discounts to members of the group. It 
is well known that various clubs are commonly sponsored by business organizations. Barons 
discloses one such example, in the "Affiliated Club Programs" section, of a business 
organization which sponsors affiliated clubs and provides tickets to sporting events and other 
discounts to various services. FA further sponsor relationship is disclosed whereby uniforms can 
be purchased at a discount through the sponsor, where said purchase is inherently encouraged 
through the discount. While the step of donating a portion of sales revenues to the club is not 
explicitly disclosed, Official Notice is taken that it is common for business organizations to 
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donate a portion of sales revenues to one ore more charitable organizations. It would have been 
obvious to modify the method disclosed by CYC A by providing a sponsor which offers goods at 
a discount to club members and donates a portion of sales to the club for the purpose of 
providing an additional revenue source to the club. With respect to claims 9, 10, 18 and 19, 
applicant has acknowledged on page 7 line 21 to page 8, line 8 of the specification that it is 
known to provide a program which teaches fishing skills to youth. It would have been obvious to 
modify the method disclosed by C YCA by providing a recreational fishing activity for the 
purpose of teaching members skills associated with fishing. Applicant has further acknowledged 
on page 8 line 10 to page 9, line 7 of the specification that a program of providing mentors to 
student inventors to aid them in developing new products, as claimed in claims 1 1, 12, 20 and 21. 
It would have been obvious to modify the method disclosed by C YCA as viewed in combination 
with Barons by providing mentors to guide students in developing new products for the purpose 
of instructing students how to develop a product in a business setting. With respect to claim 28, 
Official Notice is taken that it is well known to provide members of a club with membership 
cards. It would have been obvious to modify the method disclosed by CYCA as viewed in 
combination with Barons by providing membership cards for the purpose of allowing members 
to identify themselves as such where appropriate. 

9. Claims 4, 1 5 and 26 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
CYCA in view of Barons, and further in view of HIV/AIDS Ministries Network - Focus Paper 
#28 ("HIV/AIDS") CYCA as viewed in combination with Barons discloses all of the limitations 
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of claims 4, 15 and 26 with the exception of the production of a television show. HIV/AIDS 
discloses on page 5 a method of providing AIDS education to teens comprising the step of 
producing a television show. It would have been obvious to modify the method disclosed by 
CYCA as viewed in combination with Barons by providing the step of producing a television 
show for the purpose of allowing members to learn the various tasks associated with production 
of a television show, and for the purpose of learning about various subjects in a creative 
environment. 

10. Claims 5, 7, 15, 16 and 26 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
CYCA in view of Barons, and further in view of Youth Communications. CYCA as viewed in 
combination with Barons discloses all of the limitations of claims 5, 15 and 26 with the 
exception of the production of a magazine. Magazines produced by youth groups are well 
known. Youth Communications discloses two examples of magazines produced by youth 
groups. It would have been obvious to modify the method disclosed by CYCA as viewed in 
combination with Barons by providing the step of producing a magazine for the purpose of 
allowing members to learn the various tasks associated with production of a magazine, and for 
the purpose of communicating ideas to a larger group of people. CYCA as viewed in 
combination with Barons discloses all of the limitations of claims 7 and 16 with the exception of 
the board of advisers. Boards of advisers are a well known feature of various organizations. 
Youth Communications discloses on page 3 a program comprising a board of advisers, where the 
members have expertise in various areas such as magazine production and community relations. 
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It would have been obvious to modify the method disclosed by CYCA as viewed in combination 
with Barons by providing a board of advisers for the purpose of providing advice given by people 
who have expertise in various areas. 

1 1 . Claims 6, 1 5 and 26 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
CYCA in view of Barons, and further in view of The Militant. CYCA as viewed in combination 
with Barons discloses all of the limitations of claims 6, 15 and 26 with the exception of the 
production of a computer program. The Militant discloses in paragraph 2 of page 1 a method of 
managing a youth club comprising the step of producing a computer-network based program. It 
would have been obvious to modify the method disclosed by CYCA as viewed in combination 
with Barons by providing the step of producing a computer program for the purpose of allowing 
members of various affiliated clubs to share information over a network. 

Conclusion 

12. The prior art made of record and not relied upon is considered pertinent to applicants 
disclosure. County Beacons discloses an educational method comprising the steps of providing a 
board of managers, fiindraising, recruiting volunteers and establishing a youth club. 

13. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Kurt Fernstrom whose telephone number is (703) 305-0303. 



May 1,2002 



KF 




Primary Examiner 



